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DETAILED ACTION 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 9 and 12-31 are rejected under 35 U.S.C. 102(b) as being unpatentable 
by Hicks ('353). 

Regarding claim 9, Hicks ('353) discloses a printing control method having a first 
display step of using a touch screen with a user interface on it (See Figure 1 , Element 
100), so when the "Transparencies" button is selected (See Figure 2), it initializes the 
presentation and supporting sets, which includes a distribution, or handout set 
according to Hicks 0353) (See Figure 3 under the "Transparencies" and "Handout 
Set(s)" columns; Col. 7, Line 7-10). A second display step is used for displaying a tab 
for the quantity of additional sheets with each set and the sequential order the user 
wants to output them (See Figure 3 under the "Sequence" column; Col. 9, Line 58-60), 
as well as a third step for selecting the color scheme for each handout set, such as 
monochrome (black and white), full color, custom color, etc. (See Figure 3 under the 
"Handout Set(s)" column; Col. 7, Line 64-67). Once the user makes all the 
modifications needed, an issue step is sent out for a print request to be ordered (See 
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Col. 10, Line 14-16) for the sets and printed in the sequence and quantity specified (See 
Col. 9, Line 58-60), including the colors the user specified for the presentation and 
distribution material in the third display step (See Figure 3 under the "Transparencies" 
column; Col. 7, Line 42-47). Note that option to print the presentation material 
(Transparencies) in color is irrespective whether the distribution material (handout sets) 
are printed in monochrome or color. 

Regarding claim 12, Hicks ('353) discloses having the printing information 
generation apparatus, which was described as a printing apparatus, be able to insert 
instruction information of the same data for a plural of different printing finishing 
processes (See Figure 3), or print out the transparency and any supporting sets 
according to Hicks ('353) in any particular order (See Col. 7, Line 28-30), within the 
same printing job (See Figure 4; Col. 8, Line 47-59). 

Regarding claim 13, Hicks ('353) discloses the printing apparatus having the 
capability to simultaneously setting the instruction information for the presentation and 
any supporting set prior to printing them (See Figure 3). 

Regarding claim 14, Hicks ('353) discloses the ability to execute setting a color 
change process for the printing information and inserting it into the selected set in 
accordance with the process by the printing process settings with each set (See Figure 
3 under "Transparencies", "Dividers", "Master Set", and "Handout Set(s)") before 
printing them out (See Col. 7, Line 42-67). 
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Regarding claim 15, Hicks ('353) discloses within Figure 3 that the plural different 
finishing processes involves the printing of the presentation, or transparency, set and 
each of the distribution, or supporting, sets (See Col. 7, Line 42-67) 

Regarding claim 20, Hicks ('353) discloses a printing control system, which is 
described as a printing apparatus, having a host apparatus, which is a touch screen 
monitor described by Hicks ('353) (See Figure 1, Element 100), that can allow the user 
to view the document set and generate the information for printing it (See Col. 10, Line 
1-6) and transmitting it onto a printing/copying machine that receives the job from the 
touch screen display (See Figure 7, Element 12 and 14; Col. 4, Line 16-20). The host 
apparatus is also able to insert information regarding the plural different printing sets, 
such as various colors, additional sheets, markers, editing the figures, etc. (See Figure 
3 and 4; Col. 8, Line 47-Col. 9, Line 5). Once the printing apparatus receives the job 
request, it collectively outputs the job in the sequence, quantity, and specification 
requested (See Figure 3; Col. 8, Line 52-59). 

Regarding claim 28, Hicks ('353) discloses having an image processing system 
(See Figure 7, Element 12) that controls electronics to prepare and manage the image 
data (See Col. 4, Line 8-9) and is in communication with the user interface (See Figure 
7, Element 14) to inputs saved jobs from a memory card (See Figure 1, Element 102) or 
stored within the resident memory (See Col. 10, Line 49-52). Even though Hicks ('353) 
does not disclose having a medium to provide the user interface program, it is inherent 
that in order to have a user interface program to execute certain commands, a memory 
is needed for storing the program. Then user interface is used to insert instruction 
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information regarding the all the plural printing processes using the same data within 
one print job (See Figure 3; Col. 8, Line 47-59) and can also edit, modify, and output the 
printing information sets according to the user's specification (See Col. 7, Line 27-30; 
10, Line 1-6), such as the sequence and quantity requested (See Figure 3; Col. 9, Line 
58-60). 

Regarding claims 17-19, 21-23, 25-27, and 29-31, the rationale provided in the 
rejection of claims 13-15 is incorporated herein. 

Regarding claims 16 and 24, the rationale provided in the rejection of claims 12 
and 20 are incorporated herein. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-8 and 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hicks ('353). 

Regarding claim 1, Hicks ('353) discloses having a printing control method with a 
mode selecting step to select the presentation, or transparencies, button (See Figure 2), 
which allows the user to open go into the presentation mode and be able to edit and 
modify the transparency, as well as the distribution handout sets and other supporting 
sets (See Figure 3; Col. 7, Line 7-10). Hicks ('353) also discloses a number of copies 
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setting step within the transparencies tab. This step is needed so the user can also 
specify how many extra copies, or additional sheets, are needed for the distribution 
material (See Figure 3; Col. 7, Line 64-67). Once the requests are completed, an issue 
step is needed to have the job printed using the touch screen display (See Figure 1 , 
Element 100; Col. 10, Line 1-6). Finally, a printing execution step is done to have the 
presentation material printed in the color specified by the user (See Figure 3) onto one 
recording paper (See Figure 4) and the distribution, or supporting set, material printed in 
the color also predetermined by the user (See Figure 3; Col. 7, Line 42-67). 

Hicks ('353) does not disclose though a method to have a selected amount of 
multiple distribution handout pages printed onto one paper. 

Sagman discloses within Microsoft Power Point, a user can select a 
predetermined number of pages to be put onto one recording paper and distribute it as 
a handout. 

It would have been obvious to one skilled in the art at the time of invention by the 
applicant to have the method described by Sagman and incorporate it into the multi- 
function printing apparatus of Hicks ('353). By adding the feature of multiple slides per 
page, it can eliminate the need to edit, resize or modify images and instead allows 
people enough room to make notes for each slide on the handouts. 

Thus, claim 1 is properly rejected under 35 U.S.C. 103(a). 

Regarding claim 2, Hicks ('353) discloses having the user select the color to be 
printed onto the transparency, such as full color, monochrome (black and white), etc. 
(See Figure 3; Col. 7, Line 43-47). 
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Regarding claim 3, Hicks ('353) discloses a method for a page number setting 
step and be able to print the specified quantity of the distribution material from the 
printing step (See Figure 3; Col. 7, Line 65-67). 

Hicks ('353) does not disclose though a method to have a page number setting 
step and have the user predetermine a select number of pages to be put onto one 
recording paper of the distribution material. 

Sagman discloses within Microsoft Power Point, a user can select a 
predetermined number of pages, such as 2, 3, or 6 slides, to be put onto one recording 
paper and distribute it as a handout. 

It would have been obvious to one skilled in the art at the time of invention by the 
applicant to have the method described by Sagman and incorporate it into the multi- 
function printing apparatus of Hicks ('353). By adding a predetermined number of 
pages to print out onto one recording paper, it gives people room to put notes down for 
each slide of the distribution material. 

Thus, claim 3 is properly rejected under 35 U.S.C. 103(a). 

Regarding claim 4, Hicks ('353) discloses the printing job can have a specified 
amount of only distribution (handout or master set according to Hicks ('353)) material 
stapled together (See Col. 10, Line 19-22) because the presentation material is shown 
one-by-one on a projector, it cannot be stapled together. 

Regarding claim 5, the rationale provided in the rejection of claim 1 is 
incorporated herein. In addition, Hicks ('353) discloses having a color mode selection 
step for the distribution mode, or handout set (See Figure 3), where the user can specify 



Application/Control Number: 10/023,750 Page 8 

Art Unit: 2624 

the color to print the distribution material in, such as color, monochrome, etc. (See Col. 
7, Line 65-67). 

Regarding claim 10, Hicks ('353) discloses having a printing information 
generation apparatus, which is a printing apparatus described by Hicks ('353), which 
includes an input unit on a touch screen display (See Figure 1, Element 100) to recall a 
job using a memory card slot (See Figure 1, Element 102) or from the resident memory 
stored within the printing apparatus (See Figure 6; CoL 10, Line 49-56). Then a 
judgment unit, or stored jobs display (See Figure 6), is used to recall jobs from the input 
unit and tell if it includes presentation and distribution material along with their saved 
instructions (See Col. 10, Line 49-57). An image data generation unit, or printer 
according to Hicks ('353) (See Figure 1), outputs the job data with the saved 
specifications of the presentation and distribution material, such as each ones color, 
quantity (See Col. 8, Line 1-5; Col. 9, Line 58-60). 

Hicks ('353) does not disclose though a method to have a selected amount of 
multiple distribution handout pages printed onto one paper. 

Sagman discloses within Microsoft Power Point, a user can select a 
predetermined number of pages to be put onto one recording paper and distribute it as 
a handout. 

It would have been obvious to one skilled in the art at the time of invention by the 
applicant to have the method described by Sagman and incorporate it into the multi- 
function printing apparatus of Hicks ('353). By adding the feature of multiple slides per 
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page, it can eliminate the need to edit, resize or modify images and instead allows 
people enough room to make notes for each slide on the handouts. 

Thus, claim 10 is properly rejected under 35 U.S.C. 103(a). 

Regarding claim 11, Hicks ('353) discloses the image data generation unit, or 
printer according to Hicks ('353) (See Figure 1), generates the distribution material, or 
handout set, on the basis of the data from the input unit (See Col. 10, Line 52-56) with 
the image data color specified by the user (See Col. 7, Line 65-67). 

Hicks ('353) does not disclose a way to have the number of pages to be recorded 
onto one page of the distribution material included within the printing job data. 

Sagman discloses within Microsoft Power Point, a user can choose a select 
number of pages, such as 2, 3, or 6 slides, to be put onto one recording paper and 
distribute it as a handout, which is included in the printing job data prior to outputting. 

It would have been obvious to one skilled in the art at the time of invention by the 
applicant to have the method described by Sagman and incorporate it into the printing 
information generation apparatus of Hicks ('353). By adding a select number of pages 
included in the printing job prior to outputting it onto one recording paper, it allows 
individuals enough space to put notes down for each slide of the distribution material. 

Thus, claim 11 is properly rejected under 35 U.S.C. 103(a). 

Regarding claims 6-8, the rationale provided in the rejection of claims 2-4 is 
incorporated herein. 
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Conclusion 



The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: Tonkin (702). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vincent Rudolph whose telephone number is 
(571) 272-8243. The examiner can normally be reached on Monday through Friday 8 
A.M. -4:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571) 272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Vincent Rudolph 
Examiner 
Art Unit 2624 





